Red Light, Green Light., 1-2-3: Stop and Go .
Traffic on the Information Superhighway
Andrew J. Entwistle and Todd We'iss

Tn 1976, the Copyright Act {the “Act™), originally cnacted in
1970, underwenr its féurth major revision. 17 U.S.C, 101, &
seq, In recent years, rapid advancements in science and technol-
ogy have challenged the copyrighe system on an international
scale, 'T'he most significant advance, and the most significant
challenge to oitr current systems, is the ability 1o publish infor-
mation on-line, accessible to users for a fec: the “information
supcrhighway.” While this has been a boon for certain com-
mercia) publishers, thosc publishers are constantly faced with
business decisions not anticipated by saatutory enacrments or
judicial precedents. The shadow of an expensive, time-con-
suming, and precedent-scuting court case always awaics. This
chilling cffect will be overcome as more judicial precodents re-
garding these new technologies are decided, Recently, the
Uhited Seates District Court for the Southern District of New
York decided just such a case, Tasini o The New York Times
Co., — F. Supp. —, 1997 W1. 466520 (S.D.N.Y. 1997),
removing one of the many red lights encountesed by coin-
mezclal publishers on the “information superhighway.”
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Rights in Collective Wodks

Initia} ownership of a work vests in the author or authers of
the work, 17 U,S.C. § 201, Bur whar of a collcctive work, in
which there are sepatate contributions to a larger work? Who'
owns that? The Act addresses these questions as follows:

(c) Contributions to Callective Wotks—Copyvight in
each scparate conwribution to a collective work is dis-
dinct from copyright in the collective work as a whole,
and vests initially in thie author of the conuibuton, In
the absence of an express transfer of the copyright or
of any rights under it, the owner of copyright in the
collective work is presumed to have acquired only the
privilege of reproducing and diswributing the conuri-
bution as part of thar particular collective work, any
vevision of that collective work, and any later oollcc— .
tive work in the same series,

"['hus, under subsection (c), the auchor of the separare conui-
bution owns that work, despite the face that it §s induded in a
larger colkecrive work. The owner of the copyright to the collec-
tive work, however, has the right to reproduce and disribute the
separate contribution as part of his collective work. This subsec-
tion definitively answers the question of who owns the right wo
reproduce and distribute the collective work. It raises other ques-
tions, however. What exacdy constitutes a “collcctive wor™?
Under what citcumstances can I, as an owner of a collective
work, have one or more of the scparate contributors reproduced.
again? Can | have it or thern reproduced i a newspaper, maga-




zine, book, or encyclopedia? What is a “revision” of the coflective
votk? What is a later collective work “in the same series™?

The Notes of the Commitsee on the Judiciary attempt to ex-
plain subsection (c). Ser 17 U.S.C.A. § 201, Historical and
Satutory Notes. These Committee Notes give a fairly detiled
explanation of what a “collective work” is. The Commitee
explains that 2 collective work involves “the selection, assembly
and arrangement of 2 number of contributions.” /2. Contribu-
tions 1o Collective Works, Subsection 201(c). It gives examples of
collective works, such as periodical issues, anthologies, sym-
posia, and collections of the discret writings of the same au-
. thors. Examples of works which are not considered collective
works are a composition consisting of words and music, a work
published with illustrations or front mattet, or three one-act
plays, where relatively few separae elements have been brought
together, Each of the conuriburions incorporated in a colicczive
work must itself constinne a “separate and independenc” work,
therefore ruling out compilations of information or other
uncopyrightable material, and works published with editorial
revisions or annotations. The Gommittec also noted the basic
distinction betwoen a “joint wark,” where the separate clements
merge into a unificd whole, and a “collective work,” where
they remain unintegrated and disparate. /2 The oudlines of a
“collegtive” work become clearer through this explanation.

But what of the other questions regarding the circumstances
under which a publisher may reproduce the separate contribu-
tions to the collective work? What is a “revision”? The Comumit-
tce also provides a gloss on the fast sentence of subsection (¢),
under which the owner of a collective work has a right to tepro-
duce and distribute revisions and later works in the same series,
“Under the language of this clausc a publishing company could
reprint a contribution from one issuc in 2 later issue of its
magazine, and could reprint an article from 2 1980 edition of
an encyclopedia in 2 1990 revision of it; the publisher could
not revise the contribution irself or include i in a pew anthol-
_ogy ot an entirely different magazinc or other collective work.”
14 The outlines of a "revision” now begin to come into focus.

The Judlcxary Conimittee neatly ded up the loose ends re-
maining in the statutory language. At Jeast, it addressed all
the loose, ends existing in 1976. Fast-forward to the science
" fiction year 1997: a new medium has emerged, and the neac
loops and bows tied by the Committee more than twenty years
before are starting to come uadone. Imagine the following:
commercial publishers, following in the footsteps of computer
scientists, bave created giant electronic libraries conaining
fantastic amounts of information, ancessible to the public for a
foc, These clectronic libraries are called “databases” and “CD-
ROMs.” Paper and ink have not, howeves, vanished from the
scene, even in this distant future; there are still some Luddites
who insist on gerting ink on their fingers. A freelance writer of
the farurc writes an article to be published in one of these ink-
and-paper publications. Unbelaownst to him, however, the
publisher decides to place the contents of its permdlcal into
. clectronic databases and CD-ROMs without first securing his
permission. The writer, fecling thac the publisher has infringed
on the copyright thar he holds in his iudividual contribution,
goes to court o enforce his copyright. The publisher con-

tends tha it is simply using its privilege under the ancient
subsection 201(c) to reproduce and distribuce “any revision”
of its collective work, In a science fiction story, of course, the
court would be presided over by a compurer. (Of course, it is
likely chac the freelance wriver-phaintiff would have the com-
pucer judge recused because of bias in favar of its brother and

. sister compurer databases.) In real life, however, it was Judge

Sonia Sotomayor of the Southern Discrice of New York who
presided over a case involving exactly these issues.

Tasini v. The New York Times Co.

In Tasini v. The New York Times Co., — F. Supp. —, 1997
WL 466520 (S.D.N.Y. 1997), the Courr was called upon to
desermine whether publishers are entided to place the contents
of their periodicals into eleccronic dacabases and onte CD-
ROMs without first securing the permission of the wrirers,

- whose contributions were included in those periodicals. The

case involved freelance writers who had written articles for che
New York Times, Newsday, and Spores Hlustrated, The publish-
ers of these periodicals had sold the endre contents of their
publications to University Microfilms and LEXIS/NEXIS.
Interestingly, although some of the plaintiffs had written
agreements with the publishers, and some did not, none of
the written agreements were found by the Court to confer any
rights whatsoever with regard ro che issue in this case. Al-
though, as set forth below, the Court ultimately found that the

" publishers had the right to do what they did in the Zasini case,

the Court’s reasoning makes it clear chat the right to publish
scparate contributions is limited. Publishers who wish to ob-
cain the untestricred right w electronic publication must have
a written agreement. A properly drafted written agreement,
even one sentence on the back of a check, could secure for a
publisher unrestriceed righes ro clectranic publication. Thus,
every publisher should consider the use of a written agree-
ment to avoid Tasini-type infringement claims.

" Transfer of Rights by Written Agreement

The Ace requires something “in writing and signed by the
owner of the rights conveyed or such owner's duly authorized
agent.” 17 U.S.C. § 204(a). Of course, 2 “writing” brings up to
some the vision of a fifty-page contract, This is not necessary.
(A] writing memorializing the assignment of copyright in-
terests ‘doesn’t have ta be the Magna Carta; a one-line pro
- forma statement will do.’ However, the terms.of any writing
purporting to transfer copyright interest, even a one-line
pro forma statemiene, must be clear.

Slip op. ac 6 (citing Papa’ June Music, Inc. v. Mclean, 921

ESupp. 1154, 1158-59 (S.D.N.Y. 1966 Effects Associates,
Inc. v. Coben, 908 F2d 555, 557 (9th Cir. 1990).

The main problem with the writings used by Newsdey and
Sporss fliustrated was their inappropriateness to the particular cic-
cumsrances involved, ‘The lesson to be learned is char contract
drafiing is not a formality. Any language that is seriously expected
to confer rights must be railored to meer the circumsrances in-
volved, The fact that a pasticular language has been used before,

" even many <imes (particularly many times—one size does nor fit

all); does not mean chat the language is suited o 244 purpose,
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Thus, itis no coincidence that, while Newsday used a sentence on
the back of the check, and Sporss lllustrared used a formal con-
tract, the results were the same: no clectronic righs transferred.

Newsday included the following endorsement on its chodk:

Signature required. Check void if this endorsement al-

tered, This check is accepted as full payment for first-time

publication rights {or all sights, if agreement is for all
rights) ro material described on face of check in all editions
published by Newsday and for the right to include such

material in elecrronic library archives, ) o
Slipop. av 2,

Sports ussrated's conract provided it the following right,
among others: “the exclusive righe first to publish the Story in
the Magazine.” /4. Both these wrltings arguably conferred
clectronic rights on the publishers. Ultimarely, these acgu-
ments were unsuccessful,

Newsday argued that the “eleccronic library archives” in-
cluded che elecrronic media to which it had sold the contents
of its periodical. The Court first noted thar by the time News-
day had sent the articles to NEXIS, the plaintiffs had not yet
received or cashed shese checks, Although Newsday clevedy
countered by arguing thar a note or memorandum of transfer
can serve to validawe a prior oral agreement, there was, unfor-
wunarely for Newsday, no prior oral agreement, Newsday could
only point to its “understanding” thar there had been a transfer
of dlectronic rights in the articles, Sinee that "understanding” was
not, however, shared by plaintiffs, there was no meeting of the
minds sufficient to form a convractual agreement. /2. ar 6.
Since the check legends did not mention a cransfer of elec-
tronic rights, they were ambiguous. I2, ac 7 (citing Playboy
Enserpriscs, Inc. v. Dumas, 53 F.3d 549, 564 (2d Cir.), cers.
denjed — U.S, —, 116 5.Ct, 567, 133 L.Ed.2d 491 (1995))
Papa’s June Music, Inc. v. McLean, 921 ESupp, 1154, 1159;
Museum Boutique Insercontinental, Led, v. Picasso, 880 ESupp.
153, 162 n. 11 (8.D.N.Y, 1995). Morcover, the check legerid
could be understood to refer to Newsday's privare elecrronic
library archives, and not a commercial ddtabase, Since News-
day drafted the fanguage, any ambiguity would necessarily be
consurued against Newsday,

For those interested in using the check legend endorsementas
a means of mmfernng these rights, the message is clear: don't

y “che check is in the mail.” If a check legend endorsement is
to act as a contract cransferring righes, the check must fisst be
received and cashed. Slip op. at 6 (citing RSR Recrearion Prod-
ucts, Inc. v. Joan Cook Inc., 1992 WL 88171, ¥4 (S.D.N.Y.
1992)), If the article is going to be included in an electronic
edition the same day, chen there must be clear evidence of a
prior agreement (pethaps in a statement of policy given to writ-
ers before the article is written or submiteed). Slip op. at 6 (cit-
ing Eden Toys, Inc. v. Florelee Undergarment Co. Ine., 697 E2d
27, 36 (2d Cis. 1982)); Imperial Residential Design Inc. v. Pubms
Develgpment Group, Ine., 70 F.3d 96, 99 (11¢h Cir. 1995). Inad-
dition, the legend should state exacrly the rights being transferred.
IF one is seeking to secure rights to publish in NEXIS, the check
legend should so state. While these suggestions would tend to
make the transfer of sights more likely while using a check leg-

" end, the possibility of a mismailed or improperly printed check’
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. wreaking havoc cannot be precluded. A more secure method,

of course, is the use of a prior conerace. Even this, however, as

- will be seen, js no guarantee against weak drafting,

Time, Inc., the publisher of . Sporis Hllisirated, acquired the
right in its formal contract “first to publish” the atticle, Slip
op. at 7. Arguing thac this language included no “media-based
limitation,” Time contended that its “first publication’ nghts
must be interprered to extend to NEXIS. Time cited a series of
cases holding that when the contract terms are broad encugh to
cover a new techinological use, that usc is pc.nnmcd. Bartsch
v. Metro-Golduwyn-Mayer, Inc., 391 F2d 150, 154-55 (2d Cir.
1968), cert. denied, 393 U,S. 826; Bourne v. Walt Disney Co.,
68 E3d 621, 629 (2d Cir. 1995), cers. denied, . V.S, —,
116 S.Ct. 1890, 135 L.Ed.2d 184 (1995); L.C. Page & Co. v.
Fox Film Corp., 83 F2d 196, 199 (2d Cir. 1936); Rooney »
Golumbia Picsures Indus., Inc., 538 ESupp. 211 (S.D.N.Y),
affd, 714 F2d 117 (2d Cir. 1982), cert. demied, 460 U.S. 1084,
103 S8.Cr. 1774, 76 L.Ed. 2d 346 (1983). Unfortunately for
"Time, however, the Court distinguished the circurnstances be-
fore it from that line of cases. Since the-contract referred
“first” publication rights, the Court held that it could not
logically be stretched into a right to be the first to publish in
any and all mediums. Becausc the article was first published
in print, the electronic republication of thar article some 45
days later could not have been *first.” Slip opy at 8. Again, the
lesson learned here is thar the conerace slmuld state mcdy the
rights bcmg transferred. If'a particular use'is being contern-
plated, it is impartant te have 2 writing transferring the nghts
to such use. If one is secking to socure rights to publish in
NEXIS, the contract should so state:

The “Revision” Privilege of 201{C)

The Act expressly confers the right to reproduce and distribure
a separate contribution to 2 collective work. 17 U.S.C. § 201(d).
“The separate contributign may be fised “as part of thav par-

: ticulac collective work, any revision of thar collective work,

and any later collective work in the same series.” JZ. Therefore,
whether there is a written transfer of rights or not, a publisher

“could reprint a contribution from one issue in a later issue of
its magazine, and coyld repring an artide from a 1980 edition -
of an cncydopedia in a 1990 revision of it.” See 17 U.S.C.A.

* $.201, Historical and Stasutory Notes, Consributions to Collec-

tive Works, Subscction 201(c). Butis ‘an electronic databasc a
tevision of a'collective work? As the Judiciary Committec '
noted, a publisher could not include a separate contribution
in a niew anthology or an entirdy differcnt magazine or other
colloctive work. 4. Is an electronic databasc an “cntirely dif-
ferent magazine™? The Zasini Court found, in the circum-
stances before it, that the electronic databases in question
were not a different magumnc It held thae the reproduction
and distribution of an endire pcnodlca.l via an ¢clecrronic da-
tabasc, was, in the qatute’s terms, a Trevision of that collective
work.” Thus, the publishers were entitled to publtsh their
periedicals in the clectronic databases in question withour a
separate permission from the authors. Slip op. ar 22.

" Tt is also clear from the Counrt’s msomng, however, that
nor every reproduction and dlstnbunon, via elecuronic-data-




base, of scparate contributions to a collective work, would

ualify as a “revision” under section 201(c). After reviewing -

the language and leglslanve h.lstory of the statute, the Conrt

fun:hcx defined thé term “revision” as used in the Act.
If defendancs change the original selecrion and arrange-
ment of their newspapers or magazines, however, they are
at risk of creating new works, works no longer recogniz-
able as versions of the periodicals that are the source of
their rights. Thus, in whatever ways they change their col-
lecrive works, défendants must preserve some significant

original aspect of thuse works—whether an original selec-

tion or an original amangement—if they expect to satisfy

the requirements of Section 201(c). Indeed, it is only if

such a distinguishing otiginal characteristic remains thar

the resulting creation can faicly be termed a revision of

“that coflective work” which preceded it.

Skip op. at 18.

Thus, in order to be rermed a “revision” under the Act, 2
work must “preserve some significant original aspect.” The
Tasini Court found that the databases in question did pre-
serve some original aspects, enough ro satisfy the starute, The

. coure found that the publishers” original selection of articles,
“a defining element of their periodicals,” was preserved elec-
tronically. Sllp op. at 21. The technology copicd all of the ar-

ticles selected to appear in each issuc. In addition, although

the articles were stored together with many ather pcrmdlmls,
. the origjinal selection was not last. The databasc publishers took
steps to highlight the connection between the articles and the
hard copy periodicals in which they first appeared. They rgged
the articles in Such a way that the original selection remained

evident on-line, The technology preserved that clement, per- - -

mitting users to consult the periodicals in new ways and with
new efficiency, but for the sarve purposes as the hard copy ver-

sions. The Court cautioned, however, that it was not declaring - _
" panies in the information industry. We are constanty striving

a fixed rule; a “revision” is not necessarily created any time ap
original selection or arrangemient is preserved. If the resulting
work were differcuit enough from the original collective work,
then it could not fairly be called a revision. Slip op. at 23.

Condusions
Based on the Tasini opinion, we suggest some steps which may
be taken w better protect publishers from Tasini-type claims.

(1) A policy manyal may be distributed to writers in which,
among other things, there is a discussion of the types of
uses (without being specifically limited) to which pub-
lisher may put the marerial. This will help ensure that, re-
gardless of the contractual formalities, writers understand
whar rights they are transferring. This would hopefully
reduce larer concerns and lawsuirs by writers who did not
understand that they were transferring certain rights.

(2) A standard written agreement should be put in place
which specifically sets farth the uses to be secured by the
publisher. This woull permit publishers, against whom
suit is broughr, to ebtain summary disposition of such a
case, reducing the cffort and expenditure of resources.

(3) A review process should be put in place so that the pol-
icy manual and the standard written agrcement are re-

. viewed periodically to ensure thar new uses are explicitly
mentioned. This will help ensure that the rapid pace of
new teclmology does not take the company by surprise.

{4) Proposed new uses should be reviewed by general coun-
sel to ensure that the policy manual and standard written
agreemcnis are updared accosdingly. This will help cn-

 surc that new uses do not give risc-to lawsuits,

(5) Tfa collective work, such as a periodical, is v be put on-line,

" then the entire periodical should be included, as well as ref
erences tying cach scparate contribution to the larger collec-
tive work. Placing portions of a collective work on-line, or
faiture to include references to the larger work, may const-
wute copyright infringement, unless there is written agree-  *
ment permiteing such use, Although the Court in Zasiné
ruled that no permission from the writer is ncqemryv\dm

: these factors are satisfied, be aware that different courts may
have different views of the subject. Therefore, it would be
prudent to have a wrigen understanding as outlined zbove.

Wohl & Entwistle is pleased to represent numerous com-

to find more proactive ways in which to serve our clients, and
we hope thar the information contained in this article serves
that purpose. If your company is interested in a review of
your standard contractual agreements, would like our input
in creating such agreements, or would like further informa-

" tion regarding our scrvices, please feel free to call Andrew

Entwistle, Esq. at our New York office.
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