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Inteinet commerce is projecd to grow h m  $8 billion in 1997 
to $327 billion by 2002. The Internet itself is projected to 
expand to some 100 times its present size during the same 
period. k i s  incvirable, then, that litigation arisinghm Internet- 
based comnxrcc wilI also expind drarnaridy. W w e ,  though, 
is inpmo~tutii jurisdiction proper for r w h  litigation? 

Two rrcctlt federal appelIate decisions begin to shed some 
hghz on this issue, at leas* in t&ns of'what level of contact over 
the world-widc web between persons is sufficient for o court 
to exercise inperso&m jurisdiction. (The terms "home page" 
and "web site," which commonly rde i  to a location on the 
world-widc web that can bc accessed by other Internet users, 
will be uscd interchangeably throughout this article.) The 
opinions illt~scrace that the mere creation of a web site by an 
out-of-statc business or individual, although accessible in an- 
othet state by i~nyorie with a suitably equipped computer, is 
not sufficient ro form the basis of personal jurisdicuon under 
the due process clause of the federal constitution. As business 
and personal usc of the Interncr proliferates, and intellectual 
property law srruggles to evolvc and keep pace with new rcch- 
nolo& well established rules ofpracedure prove to be readily 
adaptable to thc braw new world ofcyberspace. This article 
examines these decisions and rhc impaa that t h y  will have 
on selecting rhc proper court to hear Internet-based claims. 

In  the first casc, Bmnrsrul Rejtuuranr Gilp. ti King, 126 E3d. 
25 (2nd Cir. 1937), the&urt ofAppcals held that thc men  ae- 
ation by an out-of-state business or individual of an Inrcrnet web 
site, which could be a c c w d  in Ncw Yorkby anyone with a mm- 
puter and an Inrernet cannmion, was not sufficient to form the 
basis of p r s o d  jurisdiction under NcwYork's long-arm statute. 
N.Y. Civ. Prac. L. & R 302. Whilc the Seu,nd'Ciuir passed on 
the due prows issue, the underlying decision by the Southern 
Disuicr of New York, J. stein, gave ir a detailed analysis. 937 
ESupp. 295 (S.D.N.Y. 1996). Drawing substantially on thc rea- 
soning provided by Judge Stein, the Ninth Circuit undertook a 
similar jurisdictional repding passiw Internet usage in 
Cjbmc&l lnr, a Cyh4 Inc., 130 E3d 414 (1997). Borh cases 
involved Interner home pagp that were o-eabed in one stare and 
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apahle of being a d  by ~ m d ; t e r  usen in other ma. Ac- 
cording to thc plainti&, the home page creators allegedly in- 
fringed upon Merally registered eraifemarks on their ycb sim, 
The owners of thesGmarks brought their claims in the states 
where they maintained their pri';iciple pIaces of husiness instead 
of the domicile of thc alleged i n f r ' i ,  rhus invokingthe long- 
arm statutes of their respective domiciles ro assert personal juris- 
diction. in both w, the courts held that the cssentdy passive 
nanlre of the web sites w a s  not sufficient to permit the d s c  
of personal jwisdictibn over the defendants. 

Iv Personam Jurisdiction-A Reminder 
The traditional basis of in PetsOMm jurisdiction I& always 
been either the defendant's presence within the forum state cir 
its consent to thc exercise of jurisdiction by the courts of the 
forum sate. Over time, concerns about fundamental fairness 
h v e  dictated a broader reach for the mum, prompting Supreme 
Court decisions that have kpanded the scope of the traditional 
bascs into our modern "minimum contacts" rule:Under the . 

modern rule, which has c x p 4  the reach of the tourts to rhe 
limits of due process, a person is deemed to be "presentHwithin 
Qe forum state, whether or not he or she is physically inside rhc 
stare's boundaries, when his or her conduct touches the forum 
in such a way as to  "purposefully avail" such person of the 
"privilege of conducting activi ties within the forum stare," thus 
invoking the "benefits and protections" of the faruin sraa's 
laws.'~ans& v. Denklu, 357 U.S. 235 (1958). The conduct 
must.he "so related" to the ca? of actiondiat being hailed 
into court in the forum would i o t  ofknd "traditional notions . . 
of fair play and subsrantial justice." btemtionuf Shoe Co, v. 
Wu$hingtun, 326 U.S, 310 (1945). Armed with this constitu- 
tional mandate, it is well-satled that to obrain personal juris- 
diction over a non-dornicilia~y, c o b  must have a grant of 
authoriry from the legislature that comporrs with the due 
process rcquirements of the federal consricution. K 

Bemuran Rertrrrrrrmt COT. v. King 
In &rlru$m, the plaintiff failed to make a prima faciq show- 
h g  rhat the defendant's allegedly infiinging conduct 4currcd 
within the State of New York, or rhat the defendant both 
could foresee rhat his conduct would cause injury within the 
-State of  New York and that h e  derived substantial revenue 
from interstate cammerce. While the long-um statutes of 
most states grant the authority to exercise personal jurisdic- 
tion to the extent permitted by d u e  p r o w ,  New York re- 
mains one of sweal states rhat requires a greater quantum of 
contact with the forum state. The  plaintiff, who owned a 
New York City n i g h  cluh called the "Blue Note," sued the 
owncr of a Columbia, Missouri night club, whose busincss 
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featured the same name, for trademark infringement, dilu- 
[ion, and unfair ompetition:Thc dcfcndant arlvcrdsed his 
bdncss, in part, using a home pagc on the world-wide web 
thar iiicludcd references to the New York City dub belonging 
to thc plainti& along with its logo, and a hyperlink c n  the 
plaintiff's own Internet web site. 

Hcforc the trademark issues could be addressed, the defendant 
moved For dismissal of rhe action, pursuant to Fed. R. Civ. F! 
12(b)(2), for lack of personal jurisdiction. To meet the defen- 
dant's jurisdi~tional.challengc. the plaintiff alleged that juris- 

' diction was proper under N.Y. Civ. Prac L. tk R. 302(a)(2) 
and 302(a)(3)(ii). When namining challenges to personal 
jurisdiction ip kderal question and diversity a~tions, Federal 
courts sitting in.a particular stare must determine whether 
store law permits the exercise of jurisdiction and, ifso, whether 
application of the law meets with the due process require- 
ments of rhe Fedcral Constitution. Td. 

New YorkS long-am statute, N.Y. Civ, Prac. L. & R 302, i+t 
sry., estahlishcs the circumstances uncler which NewYorkcoum 
nlity exercise in personam jurisdiction over non-domiciliaries 
for torcious actq commitred outside the state of New York that 
causc injury to persons or property within the state. 126 F.3d 
at 28 (internal citation omitted). It is imporrant to norc in 
chis case that the plainriff only argued certain portions of thc 
statute. N.Y. Civ. Prac. L. & R. 302(a)(2) states thar a court 
may mercise personal jurisdiction over any non-domiciliary 
who commits a tort within the state o F N w  York. It is well- 
scrrled thar the tort must o a r  in New York and the defendant 
nwst be yxcscnt in New York or jurisdiction is not proper. In 
Bensusun, che defendant was a Missouri resident who never set 
foot in New York His web site waq authori7~d, conceived, de- 
signed, and created in Missouri. All of the acrsgiving rise to 
the plaintifi's complaint, induding the hyperlink ro the plain- 
tiff's web sire, occurred in ~ i s s o u r i  by.non-Ncw York resi- 
dents. 'l'hc Court rested its analysis on the facr that none of 
the persons involved ifi the creation or.maintenance of the 
defendant's web site were eirer physically prcsent in New York. 

'I'hc Disttict Court took the analysis of N.Y. Ov. Prac. I.. & 
K. 302(a)(2) one step further. Becausc all favorable inferences 
mny be resolved in the plaintiffs hvor, the court rook inw m- 
sideration that the allegedly infringingconduct could have oc- 
curred in ~e~ ~ o r k  because ,pademark infringement occurs 
where chc passing off occurs-This enablcd the Court to acafn- 
ine whcrhcr r hc defendant's existence within cyberspace a d d  
he constrwd as bcing "present" within the state of Ne~York. 
Even making an assumption that a virrual existence within 
the Jcctronic world of the Interncr is possible, the Court 
could not rationalize that this wodd be enough to wnstirute 
presence. The reawn is that an Inremit user must take "a&- 
mativc steps" to obmin.access to the defendant's web site. 

Unlike N.Y. Civ. Prac. L. & R 302(a)(2), section 302(a)(3) 
involvcs cortious mndua by non-domiciliaries outside of New 
York. Hy cli~ninating the xquirement that the defendant be 
present within thc state, this section of the statute reaches a 
greater variety of conducr and stretches the reach of the New 
York courrs closer tu the limits ofduc process. N.Y. Civ. Prac. I .. 
& R. 302(a)(3) has two parts. As a threshold matrer, 'each pan' 

requires that the defendant's torcious conduct occur outside of 
the state of New York and rhar ic cause injury ro pcrsons or 
propcrtywidrin the state. Subsection ( i)d~cn requires t h t  the 
defendant rcg~~larly do business in New York, engi~gc in persis- 
rent conduct within the state of New York, or dcrivc sttbsti~n- 
dal Hvenuc from gwds provided to or services rcndcrcd in rhe 
state of New York S u h ~ ~ t i o n  (ii) simply reqrdrcs t h t  a dekn- 
dam who derives siibscantial revenue from interstate commerce 
expect or foresee rhat his conduct will Iiavc copsequences in 
New York It was under this latter subscaio~i that the plaintiff 
attempted to ward off the defendant's jurisdictional chdleng. 

With vcry little analysis, the Second Circuit rcjecred Ben- 
susan'sargnnwnt under N.Y. Civ. Pmc, L, & R. .W2(a)(3)(ii). 
Rather than examining the defendant's reasonable expeetition 
thar his use ofrhe Internet would have wnscquenees in New 
York, the Court instad chose to address whether the defendant 
deriwd substanrial rcvcnuc from interstate commerce. Tn doing 
so, the Caurr could dispose of the issue without ercr considering 
the defendan& objccrivc intent ro infringe upon the plai~dl"s 
trademark through the use of rhe Intcrncc The court held that 
the activities of the dcfcndant, such as hiring musicians of nacional 
stanm and receiving revenue from patrons who were students 
at rhe University of Missouri, wcrc not sufficient to esrahlish 
thar'he derived substaotial revenue from intersrate commerce. 

b n ,  the District Cu11rt$ opinion provides grearer insight. 
Judg Stein stared that rhc foraceability prong of subsection 
(ii) is satisfied by showing a "discernible e h t  to servc, directly 
or indirectly, i\ niarkec in the forum state," Mere allcgacions 
that the defcndiuit knew the plaintiff's club w& locatcd in Ncw 
York are insufficicnr to meet such a requirement, While rhc 
District Corm could have stated this more clearly, it indicares 
that a hyperlink on rhc Incerr~er will not constitute a discern- 
ible effort to servc a market in New York withour some addi- 
tional conduct or other itcB. For example, if the sire had been 
one to sell goo& or services directly wthosc in the Ncw York 
markets, thc rcsult nray have been different. This is by its na- 
ture a vehicle for interactive inquiry and with a slight change 
in the Facts may militate for a significantly diffcrenr result. 

Alrliough not argued by the plaintiff, N.Y, Civ. Prx. L. Clr 
K. 302(a)(l) permits the exercjse of personal jurisdiction over 
adefendanr who transacts any business within Ncw York, or 
who contracts anpvhete to supply goods or services to New 
York. The District Court's analysis of N.Y. Civ. Prac. L. & R. 
302(a)(2) evcn wandered into chis area, hut was unable to cs- 
tablish enou~li of a connection between the defendant and 
New York to determine that jurisdiction was propcr. The de- 
fendants web site did our sell tickets co his night club or ac- 
rivcly advertise, sell, or promote an infringi~lg product in New 
York. The District Court held that thc dcfendanti web site- 
rncrcly provided information concerning che allegedly in- 
fringing product. The facr that a New Yorker could gain in- 
forniation is not enough to warrant chc cxercisc of personal 
jurisdiction, 937 ESupp. 295,299 (S.D.N,Y. 1916). 

The District Court cvnclucird that even if jurisdiction werc 
proper undcr New York's long-arm statute, srichan asscrtioa 
would violare the Due Process Clause of the Fcdcral Consti- 
curion. Put mother way, rhe dekndant's crcarion of a web sire, 
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with dlegcdly infringing referulccs to che New York dub, and 
hyperlinks bctwehn the w o  wcb sites, wu ld  not be suf6icient to 

establish minimum amtacts with the f o w  saw. According to 

the District Court, creating a wcb site that can be a c d  by 
persons in Ncw Yorli' is not purposefLlly d i m 4  t d  thc fo- 
rum state without some additional conduct to indicate that the 
web site creator is conducting business in the fo-m statior ac- 
tively encouraging tcsidenrs of the fbrum scaw co -C the site. 

CybmefI, Inc. v, Cybet~efI Itic. 
In a neatly identical hct situarion, an Ariwna corporation, 
which lawfrdly hcld rhe service mark "Cybersell,".sued a 
Florida company of the same name for using the mark in 
connection with a home page adveitisement. Unlike N.Y. 
Civ. Pmc, L, & R. 302, howcvcr, Rule'4.2(a) of the Arizona 
rules of Cjvil Procedure permir the caum of that statc to ex- 

'. ercisc pcrsonal jurisdiction co the maximum extent ~e~mi t red  
by both rhe state and fedcrd constitutions: 130 E3d at 416. 
Thcrcfore, there was no occd to first consider whether jutis- 
diction was proper nndcr the state's long-arm statute. 

Insrcad, the Ninth Circuit immediately launched~into an 
analysis of whether Cyberscll FL's wnduct met the minimum 
contacts test. (In the interest of clariry, we adopt the Ninth 
Circuir's disdnction between rhc parties, where the plaintiff is 
referred to iu "Cybersell AZn and the defendant "Cybersell 
FI,.") Noting that rhc casc was one of firsr impression in the 
Ninth Circuit, the Court hund the Southern District of New 
Yorkk due process imalysis extremely persuasive. The 'Court 

' distinguished Between web sites that pr&ide informa- 
tion firr any computer ;uer with an Interict connection and a 
search engine, from interactive web sites where users can ex- 
change informiaion. (A search engine is .a computer software 
program chat enablcs the user to search br spedfic inbrmation 
on rhe world-wide web using key words and t m . )  It is the lwel 
of interactiviry and the conmercial nature of such exchanges 
that determine whether sufficicnr contact exists to warrant 
the cxercisc of jurisdiction. Stt Zippo Mk. Co. Zippo Dot 
Corn, Inc., 952 ESupp. I 1 19 (W.D. Pa. 1997); see d o  M a r k  
Inc. Cybergold, Inc.. 947 FSupp. 1328 (E.D. Mo. 1396). 

Like ;he defendant in Betrsur~n, Cybersell FL used an al- 
legedly infringing mark on its web site. The site, however, 
mcrely provided information f o ~  the browser. No services 
wuld be provided via the sire, no contracts could be consum- 
mated, and no products could be sold. The site listed the 
company's local telephone number. A passive web site, with 
nothing more, is nor sufficient to permit a court to exercise in 
penonurn jurisdiction, The Court reasoned that some greater' 
act or some transicrion with the hrum is necasary to satisfj. 
the basic requircmem rhat the defendant purposehlly avail 
himself of h e  privilege of conducting activities in the forum 
state. Absent ;his activity, the Courr saw no reason to procccd 
any f k h c r  wirh the minimum contacts analysis. The Court 
summed up chis position by quoung the District Court in 
Zippo: "the likelihood rhat personal jurisdiction can be con- 
sriturionntly exercised is directly proportionate to the nature 
and quality of commercial aaivig that an entiry conducts 
over the internet." 130 E3d at 41 8 (citations omi~ed). : 

Conclusion 
These decisions remind us that even in areas.where substan- 
tive law is.scurrying to keep pace with.rqid technological 
changes, rhcrc is no substitute h r  carefully wnsidering the 
procedural requirements for getting a case to court and keep- 
ing it there. There has always been difficul ty in applying sub- 
stantive law, developed and settled in one technological era, 

, ro rapidly changingsegmcnts of bu~iness andsociery. The law 
does not spur change or anticipate ways in which regulation 
is needed, it catches up afrer seeing areas of injtutkk or ineq- 
tiicy The Second Circuir was keenly aware of this in Bmusm 
when it quipped thar "attempting to apply estabiished trade- 
mark law in the fa~t-dcvelopin~ world of the ~nrernetis sorne- 
what like trying to board a moving bus ...." But this case 
never gov to consider trademarklaw b e a u s  the law of pro- 
cedure adapts more easjly to change. 

Practitioners faced 'with starting litigation that involves 
Intemct conduct need to spend some time &th their dicnts 
and fully understand the nature and quality of !he activitp. 
upon which the litigation will be based, In this &gad, a visir 
by counscl to borh web sites or other of the Internet ar 
issue is a must for a proper understanding oftbe jurisdictional 
issues and rhc subsequent claim. Successfd plaintifi should 
he ready to allcgc conduct hy the defendant that rises above 
passively providing information or they may be forced to liti- 
giitc in a distant forum. Defendants, on the other hand, rnpt 
be aware ofdeficiencics in the that Eail to allege con- 
duct sufkient to permit rhe exercise of.jurisdiction. At the 
very Icast, pro forma waivers ~Ejurisdictional defenses should 
be avoided, if at all possible, when seelung extensions of time 
to answer the plainriff's complaint. 

Ir is important to note rhat the plain& in both Benr~can 
and Cyh~rrcllwere not left without a remedy. They simply were 
without kcmedy in New York and Arimna, respectidy. Becaux 
the Courts never reached the Inefi.~ of the cases, the plaintiffs 
remilinccl free to bring their claims in the states wherc they 
should havc originally been brought. 

Arguably, nobody actually exists in cyberspace. The term 
metely refers to a platform for communications. Although thc 
technology char has brought ,us the lncernet and the world- 
wide web has spawned the n&d for 'evolutionary +ges in 
substimivc areas of law dealing with, &ong other things, 
ownership and rights to cerr& forms of intelledual propeq, 
the interactions of usingfthe &eb are fundamentally 
unchanged from previous foms of communication. The ex- 
istence of a new global electronic platfbrm for the exchange of 
information and/or commerce rhat we euphemistically call 
"cyberspace" does not change the basic fact h a t  a court'sabil- 
iry to exercise personal jurisdiaion-over someone who resides 
in a d i k e n t  forum depends upon whether the complained of 
activity was purposefully directed toward chat brom. For the 

' 

moment ar Icast, although one can have a presence on the 
web, i.e, in cyberspace, the law does not yet recogdze the In- ' 
ternet as a forum for in pmom jurisdiction purposes. Some- 
day the law may, but bc now, persond jurisdiction will  main 
biwd upon contact with a rcwgni7d legal br'um. 


